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REMARKS 

The purpose of thft foregpjng amendrrient iS; to reduce the issues for appeal 
by canceilling claims that stand rejected under 35 U.SX 112 first paragraph. 

By this amendment, applibanfsi do not. in any way, waive their rights to 
pursue a continuing application directed to the claimed subject matter, the 
cancellation of the clairns js nearly to advanced prosecution of this application by 
way of appeal. 

Reeon3ideration of the previous rejection of claims 1 , 2,4, 6, 7, and 1 6-1 7 over Hansson in 
view of Arledter or Mott and the rejection of claims 8-9 over these references In further 
of Sehuiz is respectfully requested. 

The present inveritieriv as defined by clairns 1> 2j 4, 6-9^ and 16^17, is to the process foj 
manufacturing of a decorative laminate comprising various steps. 

One of the steps is providing a base layer, and printing a. decorative layer cdmprising a 
decor oh the base layer, where the decorative layer comprises a printing ink, arid tha 
printing ink comprises ah amino riesin. On top of this printed decorative layer is applied a 
wear layer comprising npn-amlnp thermpsetting resin selected from the group cpnsisting pf 
phenol-fonnaldehyde resin, urea formaldehyde resjn and mixtures thereof, The process 
concludes by bonding the decorative layer and the: wear layer tpgether in the laminate 
press under increased temperature and- pressurewhereby the preseniee of the amino resin 
in the ink increases the bonding more than can be achieved by the thern^ resin 
alone. 

All the claims in the appllipation are rejiected under the basic prpppsed combination of 
Hansson (U.S. Patent 6,565,919) in view of SanO (U.$. Publicatibn 2002/007738^ 
further in view of ieither oh of Arledter (U.S. Patent 2.816,851 ) or Mott (U.S. Publication 
2002/0007909). 

Hansson is said by the Examiner to "broadly teach that the wear layer may comprise one or 
more sheets of alpharcellulo.se impregnated with thermosetting resin; or lacquer (citing 
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Goliiinh 1, lines 64-67; column 2, lines 1-2)". WHiat Hahssdh does hot suggest is not only 
the thermosetting resin of the present invention i.e. phenol-formaldehyde, or urea- 
formaldehyde resins, but the use of a material to increase the bond strength beyond what 
these resins pan provide. 

To supplement these deficiericies the Examiner bites Afiedter suggeistirjg phienoh 
formaldehyde arid Mbtt suggestihig urea formaldehyde^ both as alternative to rnelamihe- 
formajdehydiB of Hansson: 

However, applicants have described, in the original disclosure, that the problem in the prior 
art is that printing ink itself sometimes causes problems with derlaminatibn i.e. the 
separation of the wear layer from the deeofafive liayer because of the presence of the 
pfiritihg ink. Applicants have found that when the printing ink comprises an amino resin, 
the presence of the amino resin jn the ink inGreases thei bonding more than: can be 
achieved by the claimed thermosetting resin alone. 

The Examiner has Cited Sano as teaching a printing inK comprising an amino alkyd co- 
condensation resin citing (paragraph [G04B]). 

Thus, the Examihef 'is conclusion is that it would have been obvious to combine the amino 
cpntaining printing ink of Sario et,;aj. with the Hansspn e;t.al. teachings (as: modiftjed by 
either of Arledter or Matt) in order to improve the bonding between the; printed decorative 
layer and the wear layer. 

However, such a proposed combination would not have lead to one ordinary skill in the art 
to expect an increase in bonding between the decorative layer and a wear^te^ especially 
where the thermpsetting resins of the decorative layer are nonramino based resins, 

Sand's ink is. not used in any Ismihatipn process, but rather he prpducesj his ink 
composition to be used in recording methods; such as a ink jet recording, recording 
methods using writing Utensils, isuch as pens, and other various prlhting methods (see 
paragraph [0029]). 
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Moreover, applicants disclosed that the presence of printing inks in the prior art are the 
source for the de-lamihatipn between the decorative layer, printed with the printing ink, and 
the thermosetting resins which cprnprise the: wear layer. 

In response to this argument the Exarriiner merely alleges that "ifriproveijcl bonding will be 
ihhereritly achieved when using the pfihtihg ink of Sanoisihce Sano's inks contains amino 
resin". See the Examirterls ait|Ument in this firstjpara^ bh page 6 of the Office Action 
of March 18, 2008^ incorporated by reference into the final refjectlon as noted by the first 
paragraph on page 4 thereof. 

However, the Examineif is confusing "iriherenQY" in a rejeetidn under 35 U.S.C, 102 with a 
rejectiori predicated upon obvidushess Un^^^^ 103. Although the Examiner has 

cited MPEP 21 12, in the leading eases cited thereih, In rBMaipierSA USPQ 2d 1782,1 784 
(Fed. Cm 1995) andln w <Brasselli, 218 USPQ 76$, 775 (Fed. Pin 1983), neither of these 
cases involve the interactions of different ohemical substances as in the presence case, 

As thexourt said in Klosfer Speedsteel AB v. Crucible Inc:, 230 USPQ 81, 88 (Fed. Cin 
1986) "inherency and bbvibushess are distihet condepts", citing W,L Gore & Assoeiates 
v.GarlocK 220 USPQ 303, 314 (Fed Cir. ms) citing In re Spqrman, 150 USPQ 449, 452 
(1966) cert. demd,105 S.Ct 172 (1984). 

In the claimisd invention it is the presence: df an afhiho resin in the printing ink in which 
enhances bonding to a non-amino cohtairiing wear layer is achieved. Nothing in the 
proposed combination teaches that it would have been predictable to have eniployed the 
specific printing ink of Sano, and expect to achieve an enhanced bonding qf the decorative 
layer upon which the printing ink is placed with an overlying wear layer, containing non- 
amino thermosetting resins. 

In the case of In re Naipler, a single reference was fdiind to Inhereintly contain all the 
teachingis necessary to establish a case of obviousness under 103. In that case the 
application Claim teaches reduction of a turbine engine exhaust noise by directing a stream 
of relatively cold air through the exhaust path of an engine. The reference taught a nozzle 
for reducing turbine engine noise from. aircraft during takeoff in which the nozzle consisted 
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of the air inlets which are connected to a central tube, such that during takeoff bUtislde air is 
drawn into the central tube^ viia air ihlets, when it is mixed with the exhaust gas. According 
to the reference, the mix of the outside air wjth the exhaust gas produced a significant 
noise reduction, Based on such teachings:, the court found that the reference inherently 
achieved the claimed reisult. However, in the instant casei there is no teachings (other 
than that of apj3licant*s own specification), that the use of arhino resin with specific noh- 
arnino'thermosetting resins would^^l^ the bond strength between a decorative; paper 
iipon which the arhjnp ink is printed, and an overlying wear layer iri which the thermpsetting 
resin is present Applicants have previously pointed out that the presence of ink, per se, 
have weakened bond strength between decorative papers and overlying wear layers. 
Thus, the teachings of using one speciiiG type of priritihg ink/contalhirig an amino resin, 
would overconrte isuGh previously known defects, would not have been obvious; to: the 
worker skilled in the art because such workers were not aware of, nor would jt have been 
obvious to them of the "inherent" properties of a specific ink (containing an amino resin) 
when now used in a different environment, i^e., interacting vyith thermosetting non-aminp 
resins. The "inherency" did not appear until applicants disclosed that this specific 
combihatidn produced this unexpected property. There is hb teachirtgs in any of the 
references and, to the cohtfafy the general khowledge held fay ttlose skilled In the artj 
would tpe that the presence of an ink wpujd del^^^ between the 

decorativepaper (upon which the Ink^was printed) and a wear layer |h contact therevvith. 
There was no expectation of success by substituting other printing Inks for those; printing 
inks known to deieteriously affect the bdnding between the decorative paper (cohtaihirig 
the printing ink) an overlying wear layier. Thtis, unlike In re Naipier] there is ho disclosure in 
the cited art that would have made the combination obvious to one having skill in the art, 
especially since one did not "knpw^at)outthese supposed "inherenf properties of the Sano 
reference. The case of /n re Grasse/// is even further removed from the present invention 
of the Naipier teachings, in Grasselli, there \Nas a known relationship of lithium, cesium, 
rubidium and francium. to sodium and pbtassiurtl as group I A elements; When used as 
components of a catalyst, however; although ehtiertajning the cbhciept of "inherency" 
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normally the basis fbr rejectidn under 35 U.S.G; 102, the board adopted inherency for 
purposes of 35 U.S.G. 103. However/the Federal Circuit stated that ''Grasselli, p J75 "it is 
fundamental that rejections; under 35 U.SIC. section 103 must be based on evidence 
comprehended by the language of that section, (citations omitted)". Inherency would be 
established either if the portion of Example 4 [of the Japianese Patent Reference] 
excerpted above produces the fdurTCompbnent catalyst; 

Example 4 catalyst is converted to the four^cpmponent catalyst when It is subjected to 
temperatures of propylene oxide production described in other portions of example 4. 

The.court stated that the "issue of inherency is a question of fact". But the court went on to 
reverse the rejeetioriis because there Was hb eviderice to supportthe "issue of inherency" 
as fact 

Here, the Sano publieation is completely devoid of any teachings that an amino-containing 
ink would have higher bonding strength to non-amino thermosetting resins than other 
printing inks and indeed, there are no teachinds vvhatsoever of its use for enhanced 
bonding to any other layer; The purpose of the ink cbmposition of Sano (as described in 
the abstract) ii to produce a cornpositioh for ink jet recording which possesses excellent 
printing stability, ejection stability , storage stability, and pari yield good images, especially 
images* haying excellent color reproduction. Bonding strength to other thermosetting 
materials is simply not a concern with . Sano et. al. 

The Office appareritly attempts to Shift the burden to applicants to prove, as in the case of 
product by process claims, or other claimed products, that the claimed product is not 
•inherently" possessed of the claimed properties. However, it is here not merely the 
existence of "inherent" properties in the amino, resin but rather the interaction of the amino 
resins with the thermosetting non-amino resins of the wear layer which produce the higher 
bonding strengths.. Thus, like the interaction bf the different compbhents in a catalyst for 
the purpose of pblymbrization, there is rib eJcpectatlbn bf sucbess merely because; there 
may be some cbmmoh property with other priritihg inks. Tb the contrary, it would be the 
expectations of those skilled in the: art that the presence of the printing ipk Is the reason 
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Why de-lamlnatiori occufs, arid hot the expectations that printing ink cbntaihing an artlirid 
resin could overcome tlie de-larhination prbblerh; 

Thus, for all the fpregQjng reasons, applicants respectfully subrnit that the 
Examiner cannpt: possibly prevail in an pbvlpusness rejectipn based upon the 
proposed combinjatiPh Pf rPferenci^s. The Directpr is hpreby authorized tP charge 
any deficiency in the fees filed, asserted tP be filed or which shPuld have been filed 
herewith (or with any paper hereafter filed In this apjalicatiPn by this f\m) to our 
Deposit Account No. 14-1437, under Order No. ?688.046. US0p00. 



TPP/rnt 

NOVAK DI^UGE & QUIGG LLP 
1300 Eye Street, NW 
1000 West Tower 
Washington, D.C. 20005 
Telephone: (202) 659-01 00 
Facsimile: (202) 659-0105 



Respectfully isubmitted, 




Thomas P. PavelltP 
Registratipn NO; 31:689 



Date: March 2Q, 2Q09 



